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Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. XAD polymer is considered to be a trademark. As such, it 
renders the claim indefinite. 

Claims 1-5 and 9-11 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 1 and claim 10 have different 
definitions of R1 and R2. As such, this inconsistency renders the claims indefinite. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
either Richter (WO 02/096553) in view of Richter (U.S. Patent Publication No. 
2004/0147396) or Blanch (Australian Patent No. 20023021 17) in view of Kim (European 
Patent No. 1,094,065). Richter (U.S. Patent Publication No. 2004/0147396) will serve 
as a translation of Richter (WO 02/096553) and Richter (WO 02/096553) in view of 
Richter (U.S. Patent Publication No. 2004/0147396) will be considered to be a single 
reference. At best, the claims differ from either Richter (WO 02/096553) in view of 
Richter (U.S. Patent Publication No. 2004/0147396) or Blanch (Australian Patent No. 
20023021 17) in the specificity of reciting the R1 and R2 groups. Kim (European Patent 
No. 1 ,094,065) (Abstract and page 9, line 7) discloses the recited R1 and R2 groups are 
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suitable for packing materials of a chromatography column. It would have been obvious 
to use Kim (European Patent No. 1,094,065)'s R1 and R2 groups in either Richter (WO 
02/096553) in view of Richter (U.S. Patent Publication No. 2004/0147396) or Blanch 
(Australian Patent No. 2002302117) because Kim (European Patent No. 1,094,065) 
(Abstract and page 9, line 7) discloses the recited R1 and R2 groups are suitable for 
packing materials of a chromatography column. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Richter (WO 02/096553) in view of Richter (U.S. Patent Publication No. 2004/0147396) 
or Blanch (Australian Patent No. 20023021 17) in view of Kim (European Patent No. 
1,094,065) as applied to claims 1-5 above, and further in view of Haase (U.S. Patent 
No. 5,276,062). At best, the claim differs from either Richter (WO 02/096553) in view of 
Richter (U.S. Patent Publication No. 2004/0147396) or Blanch (Australian Patent No. 
20023021 17) in view of Kim (European Patent No. 1 ,094,065) in reciting use of XAD. 
Haase (U.S. Patent No. 5,276,062) (column 4, lines 10-20) discloses that the Amberlite 
XAD series are a most preferred class of polymer for adding affinity compounds. It 
would have been obvious to use XAD in either Richter (WO 02/096553) in view of 
Richter (U.S. Patent Publication No. 2004/0147396) or Blanch (Australian Patent No. 
20023021 1 7) in view of Kim (European Patent No. 1 ,094,065) because Haase (U.S. 
Patent No. 5,276,062) (column 4, lines 10-20) discloses that the Amberlite XAD series 
are a most preferred class of polymer for adding affinity compounds. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Richter (WO 02/096553) in view of Richter (U.S. Patent Publication No. 2004/0147396) 
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or Blanch (Australian Patent No. 200230211 7) in view of Kim (European Patent No. 
1 ,094,065) as applied to claims 1 -5 above, and further in view of Snyder (Introduction to 
Modern Liquid Chromatography, John Wiley & Sons, Inc. New York, 1979, pages 177- 
183). At best, the claim differs from either Richter (WO 02/096553) in view of Richter 
(U.S. Patent Publication No. 2004/0147396) or Blanch (Australian Patent No. 
20023021 1 7) in view of Kim (European Patent No. 1 ,094,065) in reciting use of a 
particle size range of 5-300 microns. Snyder (Introduction to Modern Liquid 
Chromatography, John Wiley & Sons, Inc. New York, 1979, pages 177-183) discloses 
that particles in the size range of 5-200 microns are right for preliminary study, 
preparative separation, and routine analysis. It would have been obvious to use a 
particle size range of 5-200 microns in either Richter (WO 02/096553) in view of Richter 
(U.S. Patent Publication No. 2004/0147396) or Blanch (Australian Patent No. 
20023021 17) in view of Kim (European Patent No. 1 ,094,065) because Snyder 
(Introduction to Modern Liquid Chromatography, John Wiley & Sons, Inc. New York, 
1979, pages 177-183) discloses that particles in the size range of 5-200 microns are 
right for preliminary study, preparative separation, and routine analysis. 

Claims 1-5 and 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over either Richter (WO 02/096553) in view of Richter (U.S. Patent Publication No. 
2004/0147396) or Blanch (Australian Patent No. 20023021 17) in view of Kim (European 
Patent No. 1 ,094,065) as applied to claims 1-5 above, and further in view of Duval (U.S. 
Patent No. 6,042,723). At best, the claims differ from either Richter (WO 02/096553) in 
view of Richter (U.S. Patent Publication No. 2004/0147396) or Blanch (Australian 
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Patent No. 20023021 17) in view of Kim (European Patent No. 1 ,094,065) in reciting the 
product by process limitation of being formed from a reactive polymer. Claim 9 further 
recites copolymerization. Kim (European Patent No. 1,094,065) (page 8, lines 45-46) 
discloses that cucurbitural may be used as a substitute for cyclodextrin. Duval (U.S. 
Patent No. 6,042,723) (column 4, lines 33-44) discloses that supports are surface 
modified with reactive groups to attach cyclodextrin and that use of ethylenic monomers 
when polymerizing cyclodextrin allows copolymerization of the cyclodextrins. It would 
have been obvious to form the product by the recited method in either Richter (WO 
02/096553) in view of Richter (U.S. Patent Publication No. 2004/0147396) or Blanch 
(Australian Patent No. 2002302117) in view of Kim (European Patent No. 1,094,065) 
because Kim (European Patent No. 1,094,065) (page 8, lines 45-46) discloses that 
cucurbitural may be used as a substitute for cyclodextrin and Duval (U.S. Patent No. 
6,042,723) (column 4, lines 33-44) discloses that supports are surface modified with 
reactive groups to attach cyclodextrin. With regard to claim 9, it would have been 
obvious to copolymerize in either Richter (WO 02/096553) in view of Richter (U.S. 
Patent Publication No. 2004/0147396) or Blanch (Australian Patent No. 2002302117) in 
view of Kim (European Patent No. 1 ,094,065) because Kim (European Patent No. 
1 ,094,065) (page 8, lines 45-46) discloses that cucurbitural may be used as a substitute 
for cyclodextrin and Duval (U.S. Patent No. 6,042,723) (column 4, lines 33-44) discloses 
that use of ethylenic monomers when polymerizing cyclodextrin allows copolymerization 
of the cyclodextrins. 
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Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Richter (WO 02/096553) in view of Richter (U.S. Patent Publication No. 2004/0147396) 
or Blanch (Australian Patent No. 2002302117) in view of Kim (European Patent No. 
1,094,065) and Duval (U.S. Patent No. 6,042,723) as applied to claims 1-5 and 9- 
1 1 above, and further in view of Haase (U.S. Patent No. 5,276,062). At best, the claim 
differs from either Richter (WO 02/096553) in view of Richter (U.S. Patent Publication 
No. 2004/0147396) or Blanch (Australian Patent No. 20023021 1 7) in view of Kim 
(European Patent No. 1,094,065) and Duval (U.S. Patent No. 6,042,723) in reciting use 
of XAD. Haase (U.S. Patent No. 5,276,062) (column 4, lines 10-20) discloses that the 
Amberlite XAD series are a most preferred class of polymer for adding affinity 
compounds. It would have been obvious to use XAD in either Richter (WO 02/096553) 
in view of Richter (U.S. Patent Publication No. 2004/0147396) or Blanch (Australian 
Patent No. 20023021 17) in view of Kim (European Patent No. 1,094,065) and Duval 
(U.S. Patent No. 6,042,723) because Haase (U.S. Patent No. 5,276,062) (column 4, 
lines 10-20) discloses that the Amberlite XAD series are a most preferred class of 
polymer for adding affinity compounds. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Richter (WO 02/096553) in view of Richter (U.S. Patent Publication No. 2004/0147396) 
or Blanch (Australian Patent No. 20023021 17) in view of Kim (European Patent No. 
1,094,065) and Duval (U.S. Patent No. 6,042,723) as applied to claims 1-5 above, and 
further in view of Snyder (Introduction to Modern Liquid Chromatography, John Wiley & 
Sons, Inc. New York, 1979, pages 177-183). At best, the claim differs from either 



Application/Control Number: 10/565,908 Page 7 

Art Unit: 1797 

Richter (WO 02/096553) in view of Richter (U.S. Patent Publication No. 2004/0147396) 
or Blanch (Australian Patent No. 2002302117) in view of Kim (European Patent No. 
1,094,065) and Duval (U.S. Patent No. 6,042,723) in reciting use of a particle size range 
of 5-300 microns. Snyder (Introduction to Modern Liquid Chromatography, John Wiley 
& Sons, Inc. New York, 1979, pages 177-183) discloses that particles in the size range 
of 5-200 microns are right for preliminary study, preparative separation, and routine 
analysis. It would have been obvious to use a particle size range of 5-200 microns in 
either Richter (WO 02/096553) in view of Richter (U.S. Patent Publication No. 
2004/01 47396) or Blanch (Australian Patent No. 20023021 1 7) in view of Kim (European 
Patent No. 1 ,094,065) and Duval (U.S. Patent No. 6,042,723) because Snyder 
(Introduction to Modern Liquid Chromatography, John Wiley & Sons, Inc. New York, 
1979, pages 177-183) discloses that particles in the size range of 5-200 microns are 
right for preliminary study, preparative separation, and routine analysis. 

The restriction and election of species have been reconsidered, deemed proper, 
and made final for the reasons of record. 

Any inquiry concerning this communication should be directed to E. Therkorn at 
telephone number (571 ) 272-1 1 49. The official fax number is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Ernest G. Therkorn/ 
Ernest G. Therkorn 
Primary Examiner 
Art Unit 1797 
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